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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed March 10, 2009 have been fully considered but they 
are not persuasive. Claim 10 has been amended to remove all limitations directed 
towards the battery backup apparatus, and is therefore, withdrawn as subject to a 
restriction by original presentation, as discussed below (MPEP §821 .03). Claim 15 
recites the limitations presented in previous claim drafts regarding the configuration of 
the battery backup apparatus. Claim 15 recites that the apparatus is "for use with a 
barrier movement control." The barrier movement operator is interpreted as the end 
use of the apparatus, as the limitation of the barrier movement operator does not 
breathe life into the claim. Support for this interpretation can be found below. 

Claim 15 recites that the battery backup apparatus is connected to a plug on the 
movable barrier operator, the apparatus receives power via the plug, and the apparatus 
provides voltage at the plug when mains voltage to the movable barrier operator fails. 
These limitations are directed towards the connection to a plug and the availability of 
mains input voltage. The limitation of a movable barrier operator is not critical to the 
operation of the battery backup apparatus. The battery backup apparatus could be 
connected to any other electrical device and function in the same way. 

Thus, Claim 15 is drawn to an independent and distinct invention from claims 2-8 
and 10-14. Claim 15 is directed towards a battery backup apparatus, which was treated 
on the merits in previous office actions. 
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Election/Restrictions 

2. Amended claims 2-8 and 1 0-1 1 and new claims 1 2-1 4 are directed to an 
invention that is independent and distinct from the invention originally claimed for the 
following reasons. Invention I (corresponding to claims 2-8 and 10-14, and shown in the 
left-side of figure 1 ) is drawn to a movable barrier operator system and the distribution 
of power within the system, comprising a mains input voltage, a DC voltage supply, and 
a barrier movement control coupled to the DC voltage supply via a DC power 
connection. Invention II (corresponding to claim 15 and the right-side of figure 1) is 
drawn to a battery backup apparatus configured to receive DC voltage from a DC power 
supply and to provide battery backup voltage when a mains input voltage fails. 

3. Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct if they do not overlap in 
scope and are not obvious variants, and if it is shown that at least one subcombination 
is separately usable. In the instant case, Invention I has separate utility such as 
providing DC power from an input to a barrier movement control. Invention II has 
separate utility such as providing a backup battery to any electrical device (also known 
in the art as a uninterruptible power supply or UPS). See MPEP § 806.05(d). 

Invention I does not require the connection to a battery to store excess power 
and supply backup power. Invention II does no require the connection to a movable 
barrier operator or that the voltage of the battery is connected to a barrier movement 
control. 
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The examiner has required restriction between subcombinations usable together. 
Where applicant elects a subcombination and claims thereto are subsequently found 
allowable, any claim(s) depending from or otherwise requiring all the limitations of the 
allowable subcombination will be examined for patentability in accordance with 37 CFR 
1 .104. See MPEP § 821 .04(a). Applicant is advised that if any claim presented in a 
continuation or divisional application is anticipated by, or includes all the limitations of, a 
claim that is allowable in the present application, such claim may be subject to 
provisional statutory and/or nonstatutory double patenting rejections over the claims of 
the instant application. 

Since the applicants have received an action on the merits for the originally 
presented invention (Invention II), this invention has been constructively elected by 
original presentation for prosecution on the merits. Accordingly, Invention I (claims 2-8 
and 10-14) are withdrawn from consideration as being directed to a non-elected 
invention. See CFR 1 .142(b) and MPEP §821 .03. 

The inventions would also be restrictable under MPEP §806.05(c)ll as a 
subcombination not essential to the combination. 

Further, MPEP §706.07(h) states that "applicants cannot file an RCE to obtain 
continued examination on the basis of claims that are independent and distinct from the 
claims previously claimed and examined as a matter of right (i.e. applicant cannot 
switch inventions). See 37 CFR 1 .145. Any newly submitted claims that are directed to 
an invention that is independent and distinct form the invention previously claimed will 
be withdrawn from consideration and not entered. " 


Application/Control Number: 1 0/661 ,1 77 Page 5 

Art Unit: 2836 

Claim Objections 

4. Claim 15 is objected to because applicants first recite "a barrier movement 
operator" and then change the name of the limitation to "movable barrier operator." The 
names of claimed limitations must remain consistent throughout a claim. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Petkovsek (US 4,401 ,895) in view of Peplinski (US 2003/0063715). 

Petkovsek discloses battery backup apparatus (fig 1; col. 2, lines 22-40) 
comprising: 

a battery (18; col. 2, lines 53-68); 

a battery charging circuit coupled to the battery (16); 

wherein the battery backup apparatus is connected to a plug on an 
electrical device (nodes connecting the vertical conductors of the UPS to the 
horizontal conductors of the electrical device) and wherein the battery charging 
circuit is configured to receive a DC voltage from a DC power supply (12) located 
within the electrical device via the plug, and to charge the battery when DC 
voltage from the DC voltage supply exceeds a predetermined voltage (obvious); 
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wherein the battery backup apparatus is further configured to provide a 
battery backup voltage at the plug (via 20; col. 3, lines 9-20), the battery backup 
voltage being provided from the battery when the mains voltage to the electrical 
device fails (definition of a UPS); and 

wherein the battery backup voltage is provided to the DC voltage supply 
located within the electrical device via a conduction path (horizontal conductors 
connecting items 12-14) that is located within the electrical device, and wherein 
the conduction path comprises a unidirectional isolation device (12). 
The Petkovsek electrical device is interpreted as the components along the 
horizontal conductors connecting input nodes 10a and 10b with output nodes 10c and 
1 0d and the end use device connected to nodes 10c and 10d. The Petkovsek battery 
backup apparatus is interpreted as the remaining components, including the battery (18) 
and converters (16, 20). 

Petkovsek discloses that the battery backup apparatus is connected to the 
normal DC power path at two nodes (not labeled in figure 1). These nodes connect the 
regular DC conduction path of the load to the battery backup apparatus. It would be 
obvious to one skilled in the art to label this connection as "a plug." Claim 15 does not 
recite any limitations associated with the construction or configuration of the plug that 
would distinguish the plug over the nodes of Petkovsek. One skilled in the art would 
readily understand how to separate two sets of wires, especially when the figure shows 
them as separate wires joined at one select point. This connection meets the broad 
limitation of a plug. 
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The claimed limitations of charging and discharging the battery define a common 
UPS. Petkovsek also meets the limitations associated with the conduction path 
comprising a unidirectional isolation device. First, the claim recites that the battery 
backup voltage is provided to the DC voltage supply located within the movable barrier 
operator via a conduction path is located within the movable barrier operator. As 
discussed above, the Petkovsek Dc power supply is rectifier 12 and the conduction path 
is the connection between converters 12 and 14. The Petkovsek conduction path is 
located within the electrical device, as defined above. 

Second, the claim recites that the conduction path comprises a unidirectional 
isolation device (i.e. diode). The claim, however, does not recite where the device is 
located. Petkovsek discloses a rectifier (12) connected to the conduction path. One 
skilled in the art would recognize that if battery voltage is provided from converter (20) 
to the conduction path, then that voltage potential will be available at the rectifier (12). 
The availability of voltage is distinguished from current flow and voltage is available at 
all points along a conductor. 

Petkovsek does not expressly disclose the rectifier (12) comprises a 
unidirectional isolation device or that the battery backup apparatus. Peplinski discloses 
a battery backup apparatus, wherein the DC voltage supply (fig 6a; item 204) comprises 
a unidirectional isolation device. Petkovsek and Peplinski are analogous because they 
are from the same field of endeavor, namely battery backup apparatus. At the time of 
the invention by applicants, it would have been obvious to combine the rectifier 
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disclosed in Petkovsek with the rectifier disclosed in Peplinski, since it is well known in 
the art to use diodes to convert AC input voltage to DC voltage. 

It is also noted that Peplinski discloses that a battery backup apparatus can be 
"for use" with a movable barrier operator, although this limitation is not given patentable 
weight in the art rejection of the claim, as discussed above. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ADI AM RAN Y whose telephone number is (571)272- 
0415. The examiner can normally be reached on Mon-Thurs, from 10am-4pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Elms can be reached on (571) 272-2800 x36. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AA 

4-20-09 


/Stephen W Jackson/ 

Primary Examiner, Art Unit 2836 


